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I
QUESTIONS PRESENTED

Did the Court of Appeals for the Federal Circuiterrin
analyzing rulings by the Patent Trial and Appeals Board
when it failed to base its decision on the Board's stated
reasoning that was the only reasoning briefed by the
Patent Ofpce, failed to explain its reasons for departing
from the agency guidance, and removed patent law from
the ambit of normal property law to create a non-statutory
exception to property law?

When is priority established for a patent application
under the Trade-Related Aspects of Intellectual Property
Rights (TRIPs) so that a Patent Owner can change
priority in one application without affecting the priority
of applications that have already established priority?
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INTRODUCTION

This case arises from inter partes reexamination
proceedings at the Patent and Trademark Ofpce, resulting
in the erasure of an issued patent’s priority claim.
The Ofpceis Manual of Patent Examination Procedure
(“MPEP”) provides guidance on priority statement
requirements, including A 201.11 that describes the Ofpceis
application of Section 120 of the Patent Act—the statute
that lists the requirements necessary for an applicant
to establish an entitlement to a claim of “priority” in a
patent application family. Priority, in the context of patent
applications, allows a patent applicant to ple 0Continuationo
applications containing the same pertinent subject matter.
Continuation applications allow an applicant to submit
several patent claim sets covering different inventions
while retaining the filing date of the earliest filed
application, so long as the statutory requirements are
satisped. Such priority claims allow a patent applicant
to obtain multiple patents covering varying scope and
subject matter, while avoiding rejections based on prior art
references that arose after the earliest pling date. In some
instances, a patent applicant may wish to waive a priority
claim, thus removing this relationship to the earliest pled
application. MPEP § 201.11 informed the public that such
a disclaimer of priority would only affect the “instant”
patent application where the disclaimer occurred.

The Ofpce and the Federal Circuit did not give any
deference to the plain language of the guidance and
ignored the issues of first impression. Although the
plain reading of oinstant6 application in the Ofpceis own
guidance should only involve the individual application
with a disclaimed priority, the Ofpce and the Federal
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Circuit determined any disclaimer affects not only the
oinstant6 application, but any later-pled application. The
Federal Circuit’s holding means this disclaimer occurs
even when the later-pled application was pled before
the priority claim was disclaimed. This departure from
the normal tenets of property law is illogical. Despite
the plain and logical interpretation of the controlling
statute, legislative commentary and the Ofpcets guidance
supporting Petitioner’s position, the Federal Circuit’s
ruling could sever the priority claims of many issued
patents, rendering them invalid and valueless long after
innovators have built businesses and transactions on their
patent foundation.

This Petition involves two issued patents that were
filed from applications that fully complied with all
requirements of the Patent Act. This challenge to the
Ofpcels improper treatment of patent priority claims is
not a matter of mere semantics, but is a challenge of the
agency'’s strained and illogical application of the statute
and its willingness to issue decisions contradicted by its
own guidance. Because of the adverse consequences to
patent owner’s property rights, this is an important case
that this Court should address.

PETITION FOR A WRIT OF CERTIORARI

Petitioner Natural Alternatives International, Inc.
(“Petitioner”) respectfully petitions for a writ of certiorari
to review the judgment of the United States Court of
Appeals for the Federal Circuit.
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OPINIONS BELOW

The Patent Trial and Appeal Boardis Reexamination
Decisions (Pet. App. 19a-103a) and that Boardis denial
of a Request for Rehearing (Pet. App. 104a-106a) are
unreported. The Federal Circuit’s opinion (Pet. App.
la-18a) is reported at 904 F.3d 1375 (Fed. Cir. 2018).

JURISDICTION

The judgment of the court of appeals was entered on
October 1, 2018. On December 21, 2018, the Chief Justice
extended the time to ple a petition for a writ of certiorari
to and including February 28, 2019. The jurisdiction of
this Court is invoked under 28 U.S.C. A 1254(1).

STATUTORY PROVISIONS INVOLVED
35U.S.C. §120
Benept of earlier pling date in the United States

An application for patent for an invention disclosed
in the manner provided by section 112(a) (other than the
requirement to disclose the best mode) in an application
previously pled in the United States, or as provided by
section 363 or 385, which names an inventor or joint
inventor in the previously pled application shall have the
same effect, as to such invention, as though pled on the
date of the prior application, if pled before the patenting
or abandonment of or termination of proceedings on the
prst application or on an application similarly entitled to
the benept of the pling date of the prst application and if
it contains or is amended to contain a specipc reference
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to the earlier pled application. No application shall be
entitled to the benept of an earlier pled application under
this section unless an amendment containing the specipc
reference to the earlier pled application is submitted
at such time during the pendency of the application as
required by the Director. The Director may consider
the failure to submit such an amendment within that
time period as a waiver of any benept under this section.
The Director may establish procedures, including the
requirement for payment of the fee speciped in section
41(a)(7), to accept an unintentionally delayed submission
of an amendment under this section.

STATEMENT OF THE CASE

For over 100 years, the term of a U.S. Patent was 17
years, measured from the date the patent issued. To bring
U.S. patent law into conformity with the World Trade
Organization’s Agreement on Trade-Related Aspects of
Intellectual Property Rights (“TRIPs”) as negotiated in
the Uruguay Round, the patent term was changed to 20
years from the earliest claimed priority in 1995. Appx6976.
As recognized by the US Patent and Trademark Ofpce
(*USPTO?”) after the TRIPs changes, an applicant could
gain an extension of the patent term for an individual
patent by disclaiming an earlier priority that was given
to the patent application. Id.

Priority is established by satisfying the requirements
of 35 U.S.C. A 120. The USPTO provided guidance on the
changes to U.S. patent law due to the TRIPs Agreement.
That guidance was incorporated in the Manual of Patent
Examination Procedure (0MPEP0) to assist Examiners
and the public in understanding how the USPTO would



5

treat applications pled after June 8, 1995. The MPEP
informed the public that a disclaimer of priority would
affect only the “instant” patent application. The “instant”
application is that individual application with a disclaimed
priority. In this case, the USPTO and the Federal
Circuit determined any disclaimer will affect not only
the “instant” application, but other applications that had
already been pled before the priority was disclaimed and
had thus established priority.

The two patents at issue are: U.S. Patent Nos.
8,067,381 (othe 0381 patentd) (Appx0330-0362)!, and
8,129,422 (6the 1422 patentd) (Appx7709-7742) (collectively
“the patents-at-issue”). The '381 and 422 patents were
denied their claimed priority and the Patent Trial and
Appeal Board (“PTAB”) used an earlier priority patent,
U.S. Patent No. 5,965,596 (0the {596 patento), as prior art
to reject the '381 and '422 patents for anticipation. If the
priority claims of the patents at issue remain intact, they
are not anticipated.

The gravamen of this case involves priority under
8 120. A Continuation-In-Part application (“CIP”) is an
application that operates like a Continuation, except that it
includes new subject matter. See 37 C.F.R. 1.53(b); MPEP
§201.08. A CIP candisclaim a priority claim if an applicant
wishes to pursues the new subject matter, which can
extend the patentis term but can expose the application
to rejections under later-arising prior art references. Id.

1. References to 0Appx.6 are for the Federal Circuit
Appendix; reference citations to 0Pet. App.6 are for the Appendix
to this Petition.
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During prosecution of this patent family, a CIP was
pled in 2003 claiming priority all the way back to the
earliest pling date (as well as foreign priority). This CIP
issued as U.S. Patent No. 7,504,376 (0the 1376 patentd). A
Continuationwhich issued as U.S. Patent No. 7,825,084
(othe (084 patent6) Mof this CIP was pled in 2008 while
the CIP was pending. When the '084 Continuation of the
1376 CIP was pled, the 1084 Continuationis priority had
already been established and claimed priority back to the
original pling date (as well as the foreign priority date)
as set forth in the 084 Continuation’s “Cross Reference
of Related Applications,” the Patent Owner described as
required under 8 120 and which is found in the prosecution
history as well as in the issued patent. In other words,
the 1084 Continuation was pled during the pendency of
the 376 CIP, while the i376 CIP claimed priority all the
way back to the original pling date. Several days after
the 1084 Continuation was pled, the 376 CIPAbut not the
'084 Continuation—was amended to thereafter disclaim
priority to the originally pled application. The 376 CIPis
Cross Reference of Related Applications was amended to
reyect that amendment to the 376 CIP{s priority claim.

Nothing in that amendment indicated intent to cease
the priority claim of the '084 Continuation that had already
been pled before the amendment and already established
its priority back to the original pling date. The Cross
Reference of Related Applications data supplied for the
'084 Continuation to the USPTO continued to list that
Continuation as claiming priority all the way back to the
originally pled application and its foreign priority. In
contrast to the 084 Continuation, when the i376 CIP was
amended, its Cross Reference of Related Applications
was also amended to reyect the fact that the Related
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Application status no longer went back to the priority of
the original pling.

This case arrived at the Federal Circuit after the
(084 Continuation and the (376 CIP issued as patents,
which were asserted against Woodbolt Distribution,
LLC (0Woodbolto) in a patent infringement case pled in
U.S. District Court. Woodbolt later initiated inter partes
reexaminations (O0Reexamination(s)d) of those patents,
seeking to invalidate them in view of references that
became applicable as a result of the alleged priority break.
The Reexamination Examiner agreed with Woodbolt
and found those patents invalid. Petitioner appealed the
Examineris decision to the Patent Trials and Appeal
Board, which upheld the Examineris decision. In the
interim, Petitioner and Woodbolt resolved their dispute,
so Woodbolt did not participate in Petitioner’s appeal to
the Federal Circuit. The USPTO, however, intervened.

On October 1, 2018, the Federal Circuit afprmed the
USPTO'’s decision. It concluded that the amendment to the
1376 CIPis priority statement severed the priority claim of
the '084 Continuation. It held: (1) the already-established
priority claim in the '084 Continuation was void and
did not vest once A 120 was satisped; (2) despite MPEP
8§ 211.01 limiting waiver to the “instant application”, that
language actually means “instant application and other
applicationso (though the full reach of that is not speciped);
(3) priority claims are only established as a single growing
chain; and (4) the statutory allowance to alter CIP patent
term can also result in unintended severance of such a
priority chain.

This Court should decide if the change of priority to
the 376 CIP that occurred after the Continuation was
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pled acted, nunc pro tunc, to divest the '084 Continuation
of its already established, continuously claimed, priority
and served to nullify the clear statement by the inventors
in the Cross Reference of Related Applications regarding
what priority was claimed.?

STATEMENT OF THE FACTS

In August and October of 1996, two patent applications
were filed in the United Kingdom, establishing the
earliest possible priority date.®* On August 12, 1997
the prst of several U.S. applications was pled claiming
priority to these U.K. plings under A 119(a). The prst
U.S. pling (Original Application) issued as U.S. Patent
No. 5,965,596 on October 12, 1999. On May 25, 1999, a
Second Application had been pled, claiming priority to the
Original Application under A 120 as well as under A 119(a)
for the U.K. plings: it issued as U.S. Patent 6,172,098 on
January 9, 2001. A Third Application was pled on the day
of issuance, claiming priority under § 120 and becoming
U.S. Patent No. 6,426,361 on July 30, 2002. A Fourth
Application was pled July 30, 2002, claiming priority
under A 120, and issuing as U.S. Patent No. 6,680,294 on
January 20, 2004. A Provisional Application was pled on
April 10, 2003. A Fifth Application (that issued as the i376

2. Due to the different pace of progress by the patents under
reexamination, the 381 patent arrived on appeal before the 422
patent. The '422 patent is a Continuation of the ‘084 Continuation.
The *381 patent is a Continuation of that 422 Continuation.

3. Theinvention was based on the ability to increase what was
believed to be a homeostatic level of carnosine in animal muscles
by giving beta alanine to the animal at an unnaturally high level
for a long period of time. See Appx0828-0829; Appx1155-1157.
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CIP) was pled on November 18, 2003 claiming priority to
the Fourth Application under § 120 and claiming priority
to the Provisional Application under 35 U.S.C. A 119(e). A
Sixth Application (that issued as the 084 Continuation)
was pled on August 29, 2008 claiming priority under A 120
to the Fifth Application all the way back to the Original
Application and the U.K. applications.

Asrequired, a Cross Reference of Related Applications
was pled in the Sixth Application. For the August 29, 2008
Sixth Application, this Cross Reference put the USPTO
and the public on notice that the Sixth Application claimed
priority to the original filing. Appx0007-0010; conf.
Appx0163 and Appx1258-1259. Thus, the prosecution
history of the Sixth Application demonstrated the priority
claimed by the Patent Owner, which established the
priority claim on the date that the provisions of § 120
were satisped, which was August 29, 2008. In each of
the First through the Sixth Applications there was co-
pendency, common inventorship, and a claim for priority
with the Cross Reference of Related Application showing
the relationship at the time of each pling, and each of the
applications contained all of the disclosure set forth in the
Original Application.

On September 2, 2008, several days after the Sixth
Application was pled and its priority was established, a
pling in the Fifth Applicationnow separate from the
Sixth ApplicationAprovided an amended Cross Reference
of Related Applications for the Fifth Application removing
its priority claim to the earliest application. See Appx0422;
Appx1210.

While this amended priority to the earliest application,
there was no change to the Cross Reference of Related
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Applications of the Sixth Application, and the Patent
Owneris understanding was that the Sixth Application
continued to claim priority all the way back to the Original
Application, as indicated in its Cross Reference of Related
Applications. The same patent Examiner handled both the
Fifth and Sixth Applications and did not pnd fault with
canceling some of the priority of the Fifth Application, even
though a loss of priority of the Sixth Application would
have meant that the patent to the Original Application
would have been prior art, if the Sixth Application could
not claim priority to the Original Application.

The Fifth Application issued as the i376 CIP on March
17, 2009 and the Sixth Application issued as the 084
Continuation on November 2, 2010. Prior to issuance of
the 1084 Continuation, a Seventh Application was pled on
August 10, 2010, claiming priority to the Sixth Application
and thereby through the family of applications through
to the Original Application and the U.K. plings. This
application issued as the 422 patent on March 6, 2012. An
Eighth Application was pled August 22, 2011, claiming
priority under 8 120 to all of the earlier applications
and also to the U.K. applications. That patent issued on
November 29, 2011 as the (381 patent. Though pled after
the Seventh Application, the Eighth Application issued
before the Seventh Application.

As shown in the following table, the 381 patent was
pled as one application in a family including Continuation,
Divisional, and Continuation-in-Part applications.
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